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WHAT WE’LL COVER

The basic framework and sources of IP law 

Typical law firm librarian IP research questions

Basic free sources for IP research

Some (of the many) commercial/ specialty sources for 
researching IP law

Time for questions
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TYPES OF INTELLECTUAL PROPERTY

Patent
Trademark
Copyright
Right of publicity
Trade secret



PATENT

 Patent law protects inventions and improvements 
to inventions

 Patent protection is governed by federal, not state 
law

 Patent protection depends on registration

 The United States Patent & Trademark Office 
(USPTO) determines whether patents are issued

 Patent Trial & Appeal Board (PTAB) hears appeals 
from adverse decisions on patentability and inter 
partes disputes

 Federal Circuit has exclusive jurisdiction over 
appeals in patent cases since 1982, including 
appeals from district courts and PTAB

Law
Patent Act, Title 35 of the U.S.C.

Regulations, Title 37 of the C.F.R. 
Parts 1, 3, 4, 5, 11, 41, 42, 90 

Manual of Patent Examining 
Procedure (MPEP)

Treatises
Chisum on Patents (Lexis)
Moy’s Walker on Patents (Westlaw)



PATENT



TRADEMARK

 Trademark law protects words, designs, or 
anything used in commerce to identify and 
distinguish the goods or services of one entity 
from those of another, and to indicate the 
source  

 Trademark protection is governed by federal 
and state law

 Registration is not required for protection, but 
confers additional benefits

 The USPTO determines whether federal 
trademark registrations issue

 The Trademark Trial & Appeal Board (TTAB) of 
the USPTO hears appeals from adverse 
decisions on registrability and inter partes
disputes

Law

Federal
Lanham Act, 15 U.S.C. §§ 1051-1141n

Regulations, Title 37 of the C.F.R. 
Parts 2, 3, 6, 7, 11

Trademark Manual of Examining 
Procedure (TMEP)

State
765 ILCS 1036/1 et seq.
765 ILCS 1040/1 et seq.
815 ILCS 510/1 et seq.

Treatises
Gilson on Trademarks (Lexis)
McCarthy on Trademarks (Westlaw)



TRADEMARK

The color PINK for 
insulation is a registered 

trademark of Owens 
Corning.



COPYRIGHT

 Copyright law protects original works of 
authorship in a tangible medium of expression

 Copyright protection is governed by federal, not 
state, law

 Registration is not required for protection, but 
confers additional benefits

 The U.S. Copyright Office registers copyrights

Law
Copyright Act, Title 17 of the U.S.C.

Regulations, Title 37 of the C.F.R. 
Parts 200-299, 300-399

Compendium of U.S. Copyright 
Office Practices

Copyright Circulars

Treatises
Nimmer on Copyright (Lexis)
Patry on Copyright (Westlaw)



COPYRIGHT

Literary works

Musical works

Dramatic works

Choreographic works

Pictorial, graphic, sculptural works

Motion pictures

Audiovisual works

Sound recordings

Architectural works



RIGHT OF PUBLICITY

 Right of publicity protects “the right to control 
and to choose whether and how to use an 
individual's identity for commercial purposes” 
765 ILCS 1075/10

 Right of publicity is governed by state law

 No government registration process

Law

Illinois Right of Publicity Act, 765 
ILCS 1075/1 et seq.

Treatises
The Rights of Publicity and Privacy, 
McCarthy (Westlaw)



TRADE SECRET

 Trade secret is information, including technical or 
non-technical data, formulas, patterns, 
compilations, programs, devices, methods, 
techniques, drawings, processes, financial data, or 
lists of actual or potential customers or suppliers, 
that: (1) is sufficiently secret to derive economic 
value, actual or potential, from not being generally 
known to other persons who can obtain economic 
value from its disclosure or use; and (2) is the subject 
of efforts that are reasonable under the 
circumstances to maintain its secrecy or 
confidentiality. 765 ILCS 1065/2

 Trade secret protection is governed by federal and 
state law

 No government registration process

Law

Federal
Defend Trade Secrets Act, 
18 USC §§ 1831-1839

State
Illinois Trade Secret Act, 
765 ILCS 1065/1-1065/9

Treatises
Milgrim on Trade Secrets (Lexis)
Trade Secrets Law, Jager (Westlaw)
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RESEARCH REQUESTS – PATENT SEARCHES

Different types of patent searches

 Patentability (aka Novelty) Search

 Freedom-to-Operate (aka Clearance) Search

 Landscape (aka State of the Art) Search

 Validity/Invalidity Search

 Specialized searches: Chemical Structure, Gene 
Sequence

 Non-Patent Literature Search

 Business Development Searches



PATENT SEARCHES – SEARCHABLE FIELDS

 Application Number – can identify publication, issued patent, both

 Assignee/Applicant

 Inventor

 Title

 Abstract

 Specification/Description

 Claims

 Cited References 

 Class/Subclass

 Attorney/Agent/Firm



PATENT RELATED REQUESTS

 Patent File History aka File Wrapper

 Patent Assignments

 Maintenance Fee History

 Patent Family – INPADOC, DWPI

 Continuity Data/Patent Family Tree

 Presentation Patents

 Certified Documents

 Patent Expiration Date



HELPFUL RESOURCES 
FOREIGN PATENTS

INID Codes:  https://www.wipo.int/export/sites/www/standards/en/pdf/03-09-01.pdf 

 INID: acronym for Internationally agreed Numbers for the Identification of (bibliographic) 
Data

Patent Kind Codes: https://www.wipo.int/export/sites/www/standards/en/pdf/07-03-02.pdf 

 Kind Code: a letter and number combination used to distinguish the kind of patent 
document and the level of publication  

Asian Patent Info: https://www.epo.org/searching-for-patents/helpful-resources/asian.html 

 Tips & tricks for searching in foreign databases, useful in bridging the language barrier



TM SEARCHES – SEARCHABLE FIELDS

 Word Mark

 Serial Number

 Registration Number

 Owner 

 Correspondent

 Goods and Services

 International Class



IP RESOURCES FOR FREE!
Nan Norton



STATUTES

Federal Statutes

 Office of the Law Revision Counsel 
(OLRC), https://uscode.house.gov/, 
updated USC from OLRC, part of House 
of Representatives that codified USC

 Legal Information Institute (LII), 
https://www.law.cornell.edu/uscode/text, 
housed at Cornell 

Illinois State Statutes

 Illinois General Assembly (ILGA), 
http://ilga.gov/legislation/ilcs/ilcs.asp, 
Illinois Compiled Statutes from the 
ILGA

https://uscode.house.gov/
https://www.law.cornell.edu/uscode/text
http://ilga.gov/legislation/ilcs/ilcs.asp


REGULATIONS

Federal Register

 Federal Register, 
https://www.federalregister.gov/, 
current and past Federal Registers 
from the National Archives

 Govinfo, 
https://www.govinfo.gov/app/collecti
on/fr, current and past Federal 
Registers from Government 
Publishing Office (GPO)

Code of Federal Regulations (CFR)

 eCFR, https://gov.ecfr.io/cgi-
bin/ECFR?page=browse , updated CFR 
from GPO

 CFR Annual Edition,
https://www.govinfo.gov/app/collection/C
FR , current and past annual editions of 
CFR from GPO.

https://www.federalregister.gov/
https://www.govinfo.gov/app/collection/fr
https://gov.ecfr.io/cgi-bin/ECFR?page=browse
https://www.govinfo.gov/app/collection/CFR


AGENCY MATERIALS
PATENT

United States Patent and Trademark 
Office (USPTO)

 USPTO.gov

 Manual of Patent Examining 
Procedure (MPEP), 
https://mpep.uspto.gov/RDMS/MPEP/
current#/current/d0e18.html

 Patent Trial and Appeal Board, 
https://www.uspto.gov/patents-
application-
process/patenttrialandappealboard

 Patent searches, 
https://www.uspto.gov/patents-
application-process/search-
patents#heading-2
 PATFT – for searching patents
 APPFT – for search patent applications
 Global Dossier – for searching patent 

families and file histories of patent 
families in USPTO, EPO, JPO, KIPO, 
CNIPA
 PAIR – for retrieving file histories of 

U.S. patents and patent applications

https://mpep.uspto.gov/RDMS/MPEP/current#/current/d0e18.html
https://www.uspto.gov/patents-application-process/patenttrialandappealboard
https://www.uspto.gov/patents-application-process/search-patents#heading-2


PATENT SEARCHES
NON-GOVERNMENT SOURCES

 Google Patent Search, 
https://patents.google.com/advanced, 
full text searching of U.S., EPO, WIPO, 
and more granted patents and published 
patent applications, PDF of patent, prior 
art

 Free Patents Online,
http://www.freepatentsonline.com/, full 
text of U.S. patents/apps., EPO, WIPO, 
Abstracts of Japan, German (Beta), PDF 
of patent, shows ads with search result

 Lens, https://www.lens.org/,full text 
searching, covers 90 jurisdictions 
worldwide, PDF link, patent family 
information, interactive features, no ads

 Espacenet,    
https://worldwide.espacenet.com/, portal 
for European and other patent databases 

 Patentscope, 
https://www.wipo.int/patentscope/en/,  
WIPO database for searching 
international applications (PCT 
applications) 

https://patents.google.com/advanced
http://www.freepatentsonline.com/
https://www.lens.org/
https://worldwide.espacenet.com/
https://www.wipo.int/patentscope/en/


PATENT SEARCHES
PDF SEARCHES
 Pat2PDF, https://www.pat2pdf.org/

 Patent Fetcher, 
https://free.patentfetcher.com/Patent-Fetcher-Form.php

https://www.pat2pdf.org/
https://free.patentfetcher.com/Patent-Fetcher-Form.php


AGENCY MATERIALS
TRADEMARK

United States Patent and Trademark Office 
(USPTO)

 USPTO.gov

For manuals and guides, go to 
https://www.uspto.gov/trademark/guides-and-
manuals/manuals-guides-official-gazette

 Trademark Manual of Examination Procedure 
(TMEP) - rules of prosecution of marks before 
Trademark Office

 Trademark Trial and Appeal Board Manual of 
Examination Procedure (TBMP) – rules of 
procedure before the TTAB 

 Acceptable Identification of Goods and 
Services Manual – classes and descriptions of 
goods/services

 Design Search Code Manual – codes for 
marks with designs

 Trademark Examination Guides –updates to 
rules 

https://www.uspto.gov/trademark/guides-and-manuals/manuals-guides-official-gazette


TRADEMARK SEARCHES

Federal
USPTO.gov

 Trademark Electronic Search System (TESS), 
http://tmsearch.uspto.gov/bin/gate.exe?f=tess
&state=4806:qv7tj7.1.1 , for searching 
registered and pending marks

 Trademark Status & Document Retrieval 
(TSDR), http://tsdr.uspto.gov/ ,for searching 
file histories

 TTABVue, https://ttabvue.uspto.gov/ttabvue/ , 
for searching appeals, oppositions, and 
cancellations before the Trademark Trial & 
Appeal Board

State
Illinois Secretary of State
CyberdriveIllinois.com

 Trademark/Service Mark Search, 
https://www.cyberdriveillinois.com/d
epartments/business_services/trade
mark_servicemark/tsmarksearch.ht
ml

http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4806:qv7tj7.1.1
http://tsdr.uspto.gov/
https://ttabvue.uspto.gov/ttabvue/
https://www.cyberdriveillinois.com/departments/business_services/trademark_servicemark/tsmarksearch.html


AGENCY MATERIALS
COPYRIGHT

Copyright Office

 Copyright.gov

 Compendium of U.S. Copyright Office 
Practices, 
https://www.copyright.gov/comp3/, for 
Copyright Office procedures and law

 Circulars, https://www.copyright.gov/circs/, 
for quick information about various aspects 
of copyright law and practice, e.g. fees, 
duration of copyright, protection of certain 
types of work 

 Fair Use Index,
https://www.copyright.gov/fair-use/, topical 
organization of fair use cases.

 Copyright searches,
http://cocatalog.loc.gov/cgi-
bin/Pwebrecon.cgi?DB=local&PA
GE=,  covers works registered and 
documents recorded in the 
Copyright Office since January 1, 
1978. Prior to January 1, 1978, 
Copyright Office will search 
catalog for a fee

https://www.copyright.gov/comp3/
https://www.copyright.gov/circs/
https://www.copyright.gov/fair-use/
http://cocatalog.loc.gov/cgi-bin/Pwebrecon.cgi?DB=local&PAGE


COPYRIGHT
HELPFUL TOOLS

 Is It Protected by Copyright?, 
http://librarycopyright.net/resources/
digitalslider/index.html, American 
Library Association, for determining 
whether a work in U.S. is in the public 
domain.

 Copyright Term and Public Domain in 
the United States Guide, 
https://copyright.cornell.edu/publicdo
main, Cornell University, for 
determining whether work in U.S. is in 
the public domain.

http://librarycopyright.net/resources/digitalslider/index.html
https://copyright.cornell.edu/publicdomain


COMMERCIAL/SPECIALTY 
RESOURCES 



COMMERCIAL/SPECIALTY RESOURCES 

 Patent Search Tools: Derwent Innovation, Dialog, ktMINE, Minesoft/Pat Docs, STN, TotalPatent One, Questel

 Non-Patent Literature Search Tools:  Dialog, SciFinder, STN

 TM Search Tools: CompuMark/SAEGIS, Corsearch, Questel

 IP Litigation Tools: Darts-ip, Docket Navigator, Lex Machina

 Prosecution Analytics: Juristat

 Monitoring Services: Cardinal IP, ReedTech (LexisNexis IP Services)

 Document Delivery Sources: ReedTech, Retriev-it



REPORT SAMPLE
PATENT SEARCH

Sample of patent report generated by Derwent Innovation 



REPORT SAMPLE
TRADEMARK SEARCH

Sample of trademark report generated by Corsearch



REPORT SAMPLE
PATENT FAMILY TREE

Sample of Patent Family Tree report generated by Pat Docs



REPORT SAMPLE
PATENT PROSECUTION ANALYTICS

Sample of Examiner report generated by Juristat



REPORT SAMPLE
PATENT LITIGATION ANALYTICS

Sample of Court & Judge Comparison report generated by Docket Navigator



REPORT SAMPLE
TRADEMARK LITIGATION

Results of trademark image search generated by Darts-ip



QUESTIONS?

 If you have a question or comment, text it and I will read it out loud or I will 
unmute you
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