THE OCCASIONAL IP LAW RESEARCHER

Reference Librarian and Adjunct Faculty
Loyola University School of Law Library

Library & Research Services Manager
Marshall, Gerstein & Borun LLP
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TYPES OF INTELLECTUAL PROPERTY

Patent
*Trademark
*Copyright
*Right of publicity
Trade secret



PATENT

* Patent law protects inventions and improvements
to inventions

* Patent protection is governed by federal, not state
law

- Patent protection depends on registration

- The United States Patent & Trademark Office
(USPTO) determines whether patents are issued

* Patent Trial & Appeal Board (PTAB) hears appeals
from adverse decisions on patentability and inter
partes disputes

* Federal Circuit has exclusive jurisdiction over
appeals in patent cases since 1982, including
appeals from district courts and PTAB



PATENT




TRADEMARK

* Trademark law protects words, designs, or
anything used in commerce to identify and
distinguish the goods or services of one entity
from those of another, and to indicate the
source

* Trademark protection is governed by federal
and state law

* Registration is not required for protection, but
confers additional benefits

* The USPTO determines whether federal
trademark registrations issue

* The Trademark Trial & Appeal Board (TTAB) of
the USPTO hears appeals from adverse
decisions on registrability and inter partes
disputes



TRADEMARK
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COPYRIGHT

+ Copyright law protects original works of
authorship in a tangible medium of expression

* Copyright protection is governed by federal, not
state, law

* Registration is not required for protection, but
confers additional benefits

* The U.S. Copyright Office registers copyrights



COPYRIGHT

Literary works

Musical works

Dramatic works

Choreographic works 4
Pictorial, graphic, sculptural works

Motion pictures

Audiovisual works

Sound recordings

Architectural works



RIGHT OF PUBLICITY

* Right of publicity protects “the right to control
and to choose whether and how to use an
individual's identity for commercial purposes”
765 ILCS 1075/10

* Right of publicity is governed by state law

- No government registration process



TRADE SECRET

* Trade secret is information, including technical or
non-technical data, formulas, patterns,
compilations, programs, deV|ces methods,
techniques, drawings, processes, financial data o]
lists of actual or potential customers or suppllers
that: (2) is sufficiently secret to derive economic
value, actual or potential, from not being generally
known to other persons who can obtain economic
value from its disclosure or use; and (2) is the subject
of efforts that are reasonable under the
circumstances to maintain its secrecy or
confidentiality. 765 ILCS 1065/2

* Trade secret protection is governed by federal and
state law

- No government registration process
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RESEARCH REQUESTS — PATENT SEARCHES

Different types of patent searches

- Patentability (aka Novelty) Search

* Freedom-to-Operate (aka Clearance) Search

Structure editor Convert siruciure  Upload structure

. 0|0/ | 5/ € [@ <) el 0] 4] -8
Landscape (aka State of the Art) Search jﬁ@ﬁﬁﬂ_gﬁ gz lloke

° \ NH, -

- Validity/Invalidity Search

* Specialized searches: Chemical Structure, Gene
Sequence

- Non-Patent Literature Search

* Business Development Searches




PATENT SEARCHES —SEARCHABLE FIELDS

a0y Patent No.:  US 10,461,788 B2

- Application Number — can identify publication, issued patent, both | LS

SYSTEMS AND METHODS FOR 1 References Cited
FACILITATING PREDICTIVE NOISE
MITIGATION

* Assignee/Applicant ) s GoG0 11

Inventors

* Inventor " s

Motice:

+ Title

16/139,544 ?
* Firm — Marshall, Gerstein &
Sep. 4, 2018 B h

- Abstract @ s

Jan. 24, M0

Related US. Application Data mitigation of noisc. A vehicle may measure noise floor levels

and transmit a noise floor signal to a noise signal aggregator.

- Specification/Description N Ty

- Claims

(2013 HOLB 171036
013.01); HOB 715 (2013010

antennas 1o mitig
Noor,

- Cited References

20 Claims, 6 Drawing Sheets

- Class/Subclass

- Attorney/Agent/Firm




PATENT RELATED REQUESTS

505533125  06/19/2019
PATENT ASSIGNMENT COVER SHEET

Patent File History aka File Wrapper »> e [ | Electronic Version v1.1 EPAS ID: PATS579922

Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT
NATURE OF CONVEYANCE: ASSIGNMENT

Patent ASSignmentS - : = ; l e = CONVEYING PARTY DATA

| | Execution Date |
[MILES C. PEPPER 0611412019 |

. . "B AL D0 WHOM TIESE PRESENTS SHAM COMES _
. RECEIVING PARTY DATA
Maintenance Fee History _ 0 Ll P eainc 1 = e

Street Address: 1703 1/2 QUAPAW ST,
etober 832012 City: SANTA FE

Patent Family — INPADOC, DWPI e Rl
y I/ RECORDS OF THIS OFFICE OF A DOCUMENT RECORDED ON Postal Code: 87505

JUNE 19, 2019.

PROPERTY NUMBERS Total: 4

Continuity Data/Patent Family Tree St G5

Application Number: 62658976
PCT Number: US2018035621
Patent Number: 10123641

Presentation Patents

CORRESPONDENCE DATA
Fax Number:
Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent

Under Secretary of Commerce for Intellectual Property using a fax number, if p that is it will be sent via US Mail.
and Director of the United States Patent and Trademark Office

N o'} Phone: 310-286-9800
C e rt Ifl e d D O C U m e n t S & "ﬂd’lU—’l :1 &M Mu‘-" ::‘:::spondenl Name: hlﬁll:;cl)h]dgc:ggi\gA(?ﬁgftgemmlmm

) Address Line 1: 17383 W SUNSET BLVD., STE 360
A A e Address Line 4: LOS ANGELES, CALIFORNIA 90272
Certifying Officer

P at e n.t EX p i r at i O n D a t e ATTORNEY DOCKET NUMBER: | 261.0001-PV1, PV2, 00,PCT

NAME OF SUBMITTER: AMEDEOQ F. FERRARO
SIGNATURE: /Amedeo F. Ferraro/
DATE SIGNED: 06/19/2019

Total Attachments: 8

source=Assignment for Recordation 6-18-2019 - 261.0001#page 1 tif
source=Assignment for Recordation 6-18-2019 - 261.0001#page2.tif
source=Assignment for Recordation 6-18-2019 - 261.0001#page3.tif

By Authority of the

PATENT
505533125 REEL: 049519 FRAME: 0315




HELPFUL RESOURCES

INID Codes: https://www.wipo.int/export/sites/www/standards/en/pdf/o3-09-01.pdf

* INID: acronym for Internationally agreed Numbers for the Identification of (bibliographic)
Data

Patent Kind Codes: https://www.wipo.int/export/sites/www/standards/en/pdf/o7-03-02.pdf

* Kind Code: a letter and number combination used to distinguish the kind of patent
document and the level of publication

Asian Patent Info: https://www.epo.org/searching-for-patents/helpful-resources/asian.html

» Tips & tricks for searching in foreign databases, useful in bridging the language barrier



TM SEARCHES —SEARCHABLE FIELDS

qited States of Me,
. WO rd M ar k (Ga' Tnited States Patent and Travemark Sftice aq

* Serial Number

* Registration Number
- Owner

* Correspondent

* Goods and Services

- International Class




IP RESOURCES FOR FREE!
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STATUTES

Federal Statutes

» Office of the Law Revision Counsel
(OLRCQ), ,
updated USC from OLRC, part of House
of Representatives that codified USC

* Legal Information Institute (LII),

housed at Cornell

lllinois State Statutes

* Illinois General Assembly (ILGA),

lllinois Compiled Statutes from the

ILGA

Home Legislation & Laws Senate House My Legislation Site Map

Bills & Resolutions
Compiled Statutes
Fublic Acts

Legislative Reports

Legislative Guide

Legislative Glossary

Search By Number
(example: HBOOO1)

Go arch Tips

Search By Keyword

ed Search

lllinois Compiled Statutes

Public Acts Search Guide Disc er

Information maintained by the Legislative Reference Bureau

Updating the database of the lllinois Compiled Statutes (ILCS) is an ongeing
process. Recent laws may not yet be included in the ILCS database, but they are
found on this site as Public oon after they become law. For information
concerning the relationship between statutes and Public Acts, refer to the Guide.

Because the statute database is maintained primarily for legislative drafting
purposes, statutory changes are sometimes included in the statute database
before they take effect. If the source note at the end of a Section of the statutes

includes a Public Act that has not yet taken effect, the version of the law that is
currently in effect may have already been removed from the database and you
should refer to that Public Act to see the changes made to the current law.

GOVERNMENT
PTER 5 GENERAL PROVISIONS
ELECTIONS

o


https://uscode.house.gov/
https://www.law.cornell.edu/uscode/text
http://ilga.gov/legislation/ilcs/ilcs.asp

REGULATIONS

Federal Register Code of Federal Regulations (CFR)
* Federal Register, - eCFR,
, , updated CFR
current and past Federal Registers from GPO
from the National Archives . CFR Annual Edition,
- Govinfo,

, current and past annual editions of

CFRf GPO.
, current and past Federal S

Registers from Government
Publishing Office (GPO)

Home Electronic Code of Federal Regulations

gpo.gov
govinfo.gov e-CFR data is current as of November 21, 2019

om the list below, then press "Go".

=



https://www.federalregister.gov/
https://www.govinfo.gov/app/collection/fr
https://gov.ecfr.io/cgi-bin/ECFR?page=browse
https://www.govinfo.gov/app/collection/CFR

AGENCY MATERIALS

United States Patent and Trademark - Patent searches,

Office (USPTO)

- USPTO.gov

* Manual of Patent Examining + PATFT —for searching patents
Procedure (MPEP), + APPFT —for search patent applications

* Global Dossier — for searching patent
families and file histories of patent
families in USPTO, EPO, JPO, KIPO,
CNIPA

* PAIR —for retrieving file histories of
U.S. patents and patent applications

- Patent Trial and Appeal Board,


https://mpep.uspto.gov/RDMS/MPEP/current#/current/d0e18.html
https://www.uspto.gov/patents-application-process/patenttrialandappealboard
https://www.uspto.gov/patents-application-process/search-patents#heading-2

PATENT SEARCHES

* Google Patent Search,

full text searching of U.S., EPO, WIPO,
and more granted patents and published
patent applications, PDF of patent, prior
art

- Free Patents Online,

, full
text of U.S. patents/apps., EPO, WIPO,
Abstracts of Japan, German (Beta), PDF
of patent, shows ads with search result

- Lens, full text

searching, covers go jurisdictions
worldwide, PDF link, patent family
information, interactive features, no ads

- Espacenet,

, portal
for European and other patent databases

- Patentscope,

WIPO database for searching
international applications (PCT
applications)


https://patents.google.com/advanced
http://www.freepatentsonline.com/
https://www.lens.org/
https://worldwide.espacenet.com/
https://www.wipo.int/patentscope/en/

PATENT SEARCHES

- Pat2PDF,
- Patent Fetcher,

Free Public Site
Query Page

Update - April 17, 2011:

Those of you using our Foreign Publication fetching service may
have noticed it wasn't working particularly well. This was due to
changes on the EPQ's servers. We have updated our code and
are pleased to report things are working again with Foreign
Publication fetches.

DDwnIoad U_ 5_ patents [in FDF} and more! Mote that there is a limit of 10 (ten) free patent PDF downloads
on this site daily (metered on a per IP address basis), with the
first five downloaded regularly, and the last five stamped with
To download a copy of a patent from the U.5. Patent and Trademark Office, please enter your request in the format below. promotional information for our site (and downloaded more

slowly). If your firm or business requires higher volumes of
patent PDF downloads, please contact us for subscription
FOT' Enter‘ information.

US Utility Patent 5000000 or 5,123 456 PRI T L S D (Fefie e
US Pre-Grant Publication 20040123456 [you may need to add a 0" after the year] g::;;"i":ffote ot fo@patentfetcher.com
US Design Fatent Ds0000

US Plant Patent PP05000 [add leading 0's if needed) Welcome to Patent Fetcher™!

US Reissus RE34343 Please enter a Patent or published Patent Application number below.

US S‘[ﬂtutﬂry |r|'|."&r|ti{:|r| Reg H 1234 Note: Fetches of documents not already in our archives may take a few seconds or even
’ a few minutes for very farge documents. So, if you don't see an immediate response to

Mu T_ip|E RE.‘qI_IEStS SEpﬂratE with a semicolon: 12345| ppﬁﬂﬂﬁ your request, don't panic, Patent Fetcher is working on your request.

‘ Fetch ‘ || <- Enter a valid Patent or Application Mumber

Enter Nl.ll'l'lher[s]: | Fetch Patent | | Reset | Examples of Patent or Application Numbers:
. Utility Patent 1 5101444 {up to 8 digits)

. M . . Published Application : 20020071093 (exactly 11 digits)
To link to a patent, please use the following format: T . D330458

http:/fhwww.pat2pdf.org/pat2pdfifoo.pl ?number=X30000CK where JO000(XX is the patent number. . Plant patent . PPEOOL

.S. Reissue Patent : RE35312
NOTE: Patents numbered 10,000,000 are now available for download! S. Defensive Publication : T109201
. SIR : H1523

(You can search for U.S. Patents and Applications meeting your criteria on the U.S. FTO
Site, and then enter the resulting Patent/SIR/etc. numbers from your search in the field
above, one by one.



https://www.pat2pdf.org/
https://free.patentfetcher.com/Patent-Fetcher-Form.php

AGENCY MATERIALS

United States Patent and Trademark Office
(USPTO)

- USPTO.gov

For manuals and guides, go to

* Trademark Manual of Examination Procedure

(TMEP) - rules of prosecution of marks before
Trademark Office

* Trademark Trial and Appeal Board Manual of
Examination Procedure (TBMP) —rules of
procedure before the TTAB

* Acceptable Identification of Goods and

Services Manual — classes and descriptions of
goods/services

* Design Search Code Manual — codes for

marks with designs

 Trademark Examination Guides —updates to

rules


https://www.uspto.gov/trademark/guides-and-manuals/manuals-guides-official-gazette

TRADEMARK SEARCHES

Federal State
USPTO.gov lllinois Secretary of State

Cyberdrivelllinois.
- Trademark Electronic Search System (TESS), RIS
* Trademark/Service Mark Search,

, for searching
registered and pending marks

- Trademark Status & Document Retrieval
(TSDR), ,for searching
file histories

- TTABVue, ,
for searching appeals, oppositions, and
cancellations before the Trademark Trial &

Appeal Board


http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4806:qv7tj7.1.1
http://tsdr.uspto.gov/
https://ttabvue.uspto.gov/ttabvue/
https://www.cyberdriveillinois.com/departments/business_services/trademark_servicemark/tsmarksearch.html

AGENCY MATERIALS

Copyright Office

* Copyright.gov * Copyright searches,

* Compendium of U.S. Copyright Office

Practices :
' =, covers works registered and

for :

: : J documents recorded in the

Copyright Office procedures and law Copyright Office since January 1,
- Circulars, 1978. Prior to January 1, 1978,

for qU|ck information about various aspects Copyright Office will search
of copyright law and practice, e.g. fees, catalog for a fee
duration of copyright, protection of certain
types of work

- Fair Use Index,
, topical
organization of fair use cases.


https://www.copyright.gov/comp3/
https://www.copyright.gov/circs/
https://www.copyright.gov/fair-use/
http://cocatalog.loc.gov/cgi-bin/Pwebrecon.cgi?DB=local&PAGE

COPYRIGHT

* Is It Protected by Copyright?,

, American

Library Association, for determining
whether a work in U.S. is in the public

domain.

Directions:

m Set arrow at correct date

m Read information in windows

m Mouse-over any [notes] or asterisks [*] for clarifying
information

Is it Protected by
Copyright?

For works first published in the U.S.A.*
Permission Needed?

Sraros e

Status/Term | 1" Public Doma

Unpublished Works
(date of creation)

Date of First Publication
Before 1923

After 1922 & Before 1978

If published without © notice

After 1922 & Before 1964

If published with © notice, but not renewed after 28 years

After 1922 & Before 1964

If published with © notice & renewed after 28 years

After 1963 & Before 1978

If published with © notice

After 1977 & Before 2003

Created (unpublished) before 1978 & first published before
January 1, 2003

After 1977 & Before March 1, 1989

If published without © notice & without subsequent
registration

After 1977 & Before March 1, 1989

If published without © notice but registered within 5 years;
or published with © notice

On or after March 1, 1989

Published with or without © notice

Published after 2002

Created before 1978 and author died more than 70 years ago

d by Indivi

Wi,

Created under Corporate Authorship

* Copyright Term and Public Domain in
the United States Guide,

, Cornell University, for
determining whether work in U.S. is in
the public domain.

Copyright Term and the Public Domain in the United States

Download PDF

(See faotnote 1)
Never Published, Never Registered Works?

Type of Work Copy e In the public domain in the U.S. as of 1 January
20193

Unpublished works uthor+70years = Works from authors who died before 1949

Unpublished anonymous and pseudonymous works, and works made for hire (corporate om date of Works created before 1899

author:

Unpublished works when the death date of the author is not known* created before 1899°

Works Registered or First Published in the U.S.

Date of Conditions” Copyright Term *

Publ

Before 1924 None None. In the public domain due to copyri

1924 through Published without a copyright notice None. In the public domain due to failure to comply with required formali

1977


http://librarycopyright.net/resources/digitalslider/index.html
https://copyright.cornell.edu/publicdomain

COMMERCIAL/SPECIALTY
RESOURCES



COMMERCIAL/SPECIALTY RESOURCES

Patent Search Tools: Derwent Innovation, Dialog, ktMINE, Minesoft/Pat Docs, STN, TotalPatent One, Questel

Non-Patent Literature Search Tools: Dialog, SciFinder, STN

- TM Search Tools: CompuMark/SAEGIS, Corsearch, Questel

IP Litigation Tools: Darts-ip, Docket Navigator, Lex Machina

Prosecution Analytics: Juristat

Monitoring Services: Cardinal IP, ReedTech (LexisNexis IP Services)

Document Delivery Sources: ReedTech, Retriev-it



REPORT SAMPLE

Sample of patent report generated by Derwent Innovation

Derwent Innovation
Front Page Drawing  Publication Date Publication Number Application Date Us Application Priority Number Title Abstract Assignee - Original
2019-12-03 Us1049727682 2017-06-09 U515619177 CN2016101254677A  Display method and  The present BAIDU OMLINE
apparatus disclosure discloses a NETWORK
display method and TECHNOLOGY
apparatus. A specific  (BEUING) CO.
implementation of  LTD.,Beijing,CN
2019-11-26 UsSDE6e812051 2018-09-07 Us29662667 U52018662667F Excavator J.C. BAMFORD
EXCAVATORS
LIMITED,Uttoxeter,GB

2013-11-26 51049153182 2016-09-13 515263921 5152639214 User directed Systems and methods GOGO
bandwidth are provided to LLC, Chicago,ILUS
optimization optimize bandwidth
usage associated with
a local network. As
2019-12-03 U510497108B1 2017-12-15 US15843983 Us562438769P Systems and methods One or more STATE FARM MUTUAL
for machine-assisted processing elements AUTOMOBILE
vehicle inspection may be trained to INSURANCE
identify vehicle COMPANY,Bloomingt
damages orvehicle  on,ILUS




REPORT SAMPLE

Sample of trademark report generated by Corsearch

Status/Status Date | Brief Owner Information | Correspondent
Goods/Services

U
Federal
Q2

uf 4

Harktiame
Record
5

PRO SHIELD QAT

CORROSION
DEFEMSE and

Dresig

T

LIGHTREE
[Stylized)

Lightran

FARMER'S
FRIDGE (Stylized)

Registered January
8, 2019

Registered April 23,
20189

Registered March
26, 2019

{Int'l Class: 01)
chemicals for use
a8 COmosion
inhibitors in vehicle
engine antifreeze
and coolants

{Intl Clas=: 16)
Appointment
diaries; Pocket
diaries; Leather
covered diares;
Diaries; Diary
planners; Diary
covers; Protective
covers for books

{Int'l Class: 43)
restaurant services,;
take-out restaurant
senices

Recochem Inc.
{Canada Corp.)
850 Montée De
Liesse Montreal,
CQusbec H4t1ps
Canada

Mi-Sun Lee
{Republic of Korea
Citizen)

20-8, Jandari-Ro 6-
Gil, Mapo-Gu Seoul
04042 Republic of
Korea

Romaine Empire,
Inc. (Delaware
Cormp.)

2000 W. Fulton
Street Suite F310
Chicago liincis
60612

Richard M. LaBarge
MARSHALL,
GERSTEIN &
BORUN LLP

233 SOUTH
WACKER DRIVE,
SUITE 6300
CHICAGO IL B0B0G

RICHARD M.
LABARGE
MARSHALL,
GERSTEIN &
BORUN LLP

233 S WACKER DR
STE 6300
CHICAGO, IL
60606

Gregory J. Chinlund
Marshall Gerstein &
Borun LLP

2335 WACKER
DR., 63rd Floor
CHICAGO IL 6DEDE




REPORT SAMPLE

Sample of Patent Family Tree report generated by Pat Docs

" @§ US20190028128A1 [Published: 2019-01-24]
T B US1046178882 [Published: 2019-10-29] PENDIMNG

GRANTED
= USI5/642544 [Filed: 2017-07-06]

B US10084493E61 [Published: 2018-09-25]
GRANTED

S US16/139544 [Filed: 2018-09-24]
S US16/665450 [Filed: 2019-10-28)

= PCT/US2018/40669 [Filed: 2018-07-03]

Priority B WOI3010148A1 [Published: 2019-01-10]




REPORT SAMPLE

Sample of Examiner report generated by Juristat

Examiner Report

ADEBOYEJO, IFEOLU JURIST/AT

Filters FilingDate  Disposition Date | ArtUnit  Class  Assignee  Firm  Qther

Filter Type 3800s — 410+ apps
Teech Center

Art Unit Range

Examiner Details i Applications Disposed Per Year

2014 2015 2018

Experience 9 years

Average Number Of Months Between Key Events
16.5 32.7

Allowance Rate i Average Office Actions Per Application

ADEBOYEJD 46% ADEBOYEJO




REPORT SAMPLE

Sample of Court & Judge Comparison report generated by Docket Navigator

Patent Litigation Experience

Type of Maasure
Rank by Mumber of Patent Cases ﬂ Rank by Mumber of Patent Accusations o () Patent Accusations
() Claim Constructions
DED ILND TXED DED ILND TXED

#3 H#T  #1 #2 #8 # 2008 1o 2016

ANDA, Cases
[#] AnDA Casas
[#] Mon-ANDA Casss

Patent Cases by Year Estimate Current Year o

Patent Technology Center
All

Mature Cases

DED

inD [ 16 Cases ino [ 241 cases

e [ 127 Coses




REPORT SAMPLE

Results of trademark image search generated by Darts-ip

Monosol
vs

Synbra
Technology

91245020

11-28-2018 darts-777-234F-en

Monosol
vs

Gaplast

MA/M/1985/21
darts-655-802-

MONOFILM

MONODOSE

MONOSOL (Fig.)

MONOPAC

United States (KATZAROV'S MANUAL)
MONODOSE (Fig.)

MONOPAC PERFORMANCE
ASSESSMENT OF
COMPATIBILITY (Fig.)

Vs

MONOLOCK

Trademark Trial and Appeal Board
(TTAB)
First instance

Case Trail
Not reported

Complaints

MONOSOL (Fig.)

Mexico (KATZAROV'S MANU

Case name - .
Parties Trademarks Country First action type
Date Reference Document/ Court P"".‘“.‘ i I
Darts-ip citation reference decision types Level
outcomes

Opposition Action

View document {en)

Opposition Action




QUESTIONS?

- If you have a question or comment, text it and | will read it out loud or | will
unmute you
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